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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. Claim 82 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 82 is vague and indefinite because it is not clear as to what constitutes a 
"few millimeters thick". The metes and bounds of the claim cannot be determined. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 . 1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



3. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-29 of U. S. Patent No. 5,296,375 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
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common subject matter, as follows: U.S. Patent '375 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 6, lines 31-44, of patent '375 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '375 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

4. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-26 of U. S. Patent No. 5,304,487 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '487 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 6, lines 8-20, of patent '487 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '487 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
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the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

5. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-2 of U. S. Patent No. 5,427,946 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '946 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 6, lines 38-50, of patent '946 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '946 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

6. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-25 of U. S. Patent No. 5,486,335 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 
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The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '335 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 6, lines 25-45, of patent '335 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '335 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

7. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-20 and 25-27 of U. S. Patent No. 5,498,392 since the claims, if 
allowed, would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '392 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 8, lines 40-49, of patent '392 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '392 patent. 
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Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

8. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-36 of U. S. Patent No. 5,587,128 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '128 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 14, lines 50-61, of patent '128 disclose 
claim 43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '128 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 
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9. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-28 of U. S. Patent No. 5,726,026 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '026 also claims a mesoscale fluid 
handling device and it specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 8, lines 44-47, of patent '026 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '026 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 21 0 (CCPA 1 968). See also MPEP § 804. 

1 0. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claim 13 of U. S. Patent No. 5,744,366 since the claims, if allowed, would 
improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '366 also claims a mesoscale fluid 
handling device and it specification discloses the limitations recited in claims 43-78 of 
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the instant application. For example, column 9, lines 49-67, of patent '366 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '366 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

1 1 . Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-4 and 8 of U. S. Patent No. 5,955,029 since the claims, if 
allowed, would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '029 also claims a mesoscale fluid 
handling device and it specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 8, lines 40-49, of patent '029 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '029 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 
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12. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-7 of U. S. Patent No. 6,660,517 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '517 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 14, lines 52-64, of patent '517 disclose 
claim 43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '517 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

1 3. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-20 and 30-40 of U. S. Patent No. 5,637,469 since the claims, if 
allowed, would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '469 also claims a mesoscale fluid 
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handling device and it specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 7, lines 37-50, of patent '469 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '469 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

14. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-18 of U. S. Patent No. 5,866,345 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '345 also claims a mesoscale fluid 
handling device and it specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 7, lines 38-51 , of patent '345 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '345 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
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the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1 968). See also MPEP § 804. 

1 5. Claims 43-94 are rejected under the judicially created doctrine of double 
patenting over claims 1-52 of U. S. Patent No. 6,551,841 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: U.S. Patent '841 also claims a mesoscale fluid 
handling device and its specification discloses the limitations recited in claims 43-78 of 
the instant application. For example, column 7, lines 37-50, of patent '841 disclose claim 
43 of the instant application. The limitations recited in claims 44-94 can be found 
throughout the specification of the '841 patent. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1 968). See also MPEP § 804. 

16. Claims 43-94 are provisionally rejected under the judicially created doctrine of 
double patenting over claims 43-78 of copending Application No. 10/348,438. This is a 
provisional double patenting rejection since the conflicting claims have not yet been 
patented. 
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The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: copending 10/348,438 also 
claims a mesoscale fluid handling device and its specification discloses the limitations 
recited in claims 43-78 of the instant application. For example, page 17 of the '678 
application discloses claim 43 of the instant application. The limitations recited in claims 
44-94 can be found throughout the specification of the '438 application 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

Conclusion 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher L. Chin whose telephone number is (571) 
272-0815. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on (571) 272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Christopher L. Chin 
Primary Examiner 
Art Unit 1641 

6/20/04 



